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Status 

1)S Responsive to communication{s) filed on 17 October 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 
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Application Papers 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) Q Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date 08^8/2006 . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) Office 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Infonnal Patent Application 

6) □ Other: . 



Summary Part of Paper No./Mai! Date 2007051 8 



Application/Control Number: 10/688,434 
Art Unit: 2621 



Page 2 



DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent thereof, 
subject to the conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility " (Official Gazette notice of 22 November 2005), Annex 

IV reads as follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such as a 
frequency, voltage, or the strength of a magnetic field, define energy or magnetism, per se. and 
as such are nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 112-14. Moreover, it 
does not appear that a claim reciting a signal encoded with functional descriptive material falls 
within any of the categories of patentable subject matter set forth in Sec. 101 . 

... a signal does not fall within one of the four statutory classes of Sec. 101 

... signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101 . 

Claims 6 and 7 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter as follows. 

Claim 6 defines "recording medium" with descriptive material. While "functional 
descriptive material" may be claimed as a statutory product (i.e., a "manufacture") while 
embodied on a tangible computer readable medium, recording medium embodying that 
same functional descriptive material is neither a process nor a product (i.e., a tangible 
"thing") and therefore does not fall within one of the four statutory class of §101 . Rather, 
"medium" is a form of energy, in the absence of any physical structure or tangible 
material. Examiner recommends changing "A recording medium on which a computer 
readable program is recorded" to "A computer readable medium on which a program is 
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recorded" 

Claim 7 defines a "program" with descriptive material. Normally, the claim would 
be statutory. However, the specification, on page 5, col 0078 defines the claimed 
program as "forming the soflvyare". 

A "software" embodying functional descriptive material is neither a process nor a 
a product (i. e. a tangible "thing") and therefore does not fall into one of the four 
statutory class of 101 . Rather a "software" is a form of energy, in the absence of any 
physical structure or a tangible material. 

Because the full scope of the claim as properly read in light of the disclosure 
encompasses non- statutory subject matter, the claim as a whole is non-statutory. The 
examiner suggests amending the claim to include the disclosed tangible readable 
computer readable media, while at the same time excluding the intangible media such 
as software, signals, carrier waves, etc. Any amendment to the claim should be 
commensurate with its corresponding disclosure. 

Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

3. Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Iwamoto et al (US 5857058) 
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Regarding claim 1 Iwamoto et al discloses a recording apparatus (abstract) 
comprising: 

storing means for storing input video data on a storing medium (figure 1, 130, col 

6, lines 23 - 24, memory unit 130 is a storage means) as respective pieces of edit unit 
data fomned of a predetermined number of frames (col 5. lines 29 - 33, predetermined) 
and auxiliary data related to said frames; (figure 4, col 7, lines 34-41, auxiliary) 

registering means for subjecting said pieces of edit unit data stored on said 
storing medium to error correction processing (figure 1, 220, col 8, lines 8-12) 
determining for each piece of error correction processed unit data whether said error 
correction processed unit data includes a head of said edit unit data, (figure 1, 170, col 

7, lines 1-7) and registering a result of the determination as consecutive recording 
start allowing point information in a header of said error correction processing unit data 
(col 7, lines 7- 13) and 

recording means for recording, on a magnetic tape, said video data (col 4, lines 
15-18) including said header in which said consecutive recording start allowing point 
information is registered (col 7, lines 1 - 13 and lines 25 - 26) 

Regarding claim 2 Iwamoto et al discloses the recording apparatus, further 
comprising detecting means (col 2, lines 44 - 46) for storing said video data recorded 
on said magnetic tape by said recording means on said storing medium (col 2, lines 14 
- 15) as pieces of said error correction processed unit data (col 8, lines 8-12) and for 
detecting a consecutive recording start point by referring to said consecutive recording 
start allowing point information registered in said header of said error correction 
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processing unit data stored on said storing medium (col 7, lines 7-13) 

wherein said storing means stores said input video data on said storing medium 
as respective pieces of said edit unit data so as to connect the video data from said 
consecutive recording start point detected by said detecting means (figure 14, col 13, 
lines 45 - 53) and 

said recording means records said video data stored on said storing medium and 
connected from said consecutive recording start point onto said magnetic tape (col 13, 
lines 7 -10) 

The method claim 5 is rejected based on claim 1 above. 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

5. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwamoto et al (US 5857058) in view of Tauchi et al (US 2001/0055473) 

Regarding claim 6 Iwamoto et al discloses all of the subject matter as described 

in claim 1 except a recording medium on which a computer readable program is 

recorded 

However, Tauchi et al on the other hand teaches a recording medium on which a 
computer readable program is recorded (page 2, para 0023) 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a recording medium on which a computer readable program is 
recorded as taught by Tauchi et al in the system of Iwamoto et al in order to efficiently 
record and reproduce video data. 

Regarding claim 7 Iwamoto et al discloses all of the subject matter as described 
in claim 1 except a program for making a computer perform processing 

However, Tauchi et al on the other hand teaches a program for making a 
computer perform processing (page 8, para 0167) 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate a program for making a computer perform processing as taught 
by Tauchi et al in the system of Iwamoto et al in order to efficiently record and 
reproduce video data. 



Allowable Subject Matter 
6. Claims 3 and 4 are objected as being dependent on a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims and amended to overcome the rejection(s) under 
35 U.S.C. 102 set forth in this Office action. 

Regarding claim 3, the prior art of record fails to teach, disclose or fairly 
suggest as recited in claim 3, the prior art fails to disclose the recording apparatus, 
wherein: 

said registering means comprises first registering means and further comprising 
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second registering means for registering recording end point information in said header 
corresponding to a head of predetermined one of said edit unit data stored on said 
storing medium and not recorded onto said magnetic tape when the storing of said 
video data on said storing medium by said storing means, the registering of said 
consecutive recording start allowing point information by said first registering means, 
and the recording of said video data onto said magnetic tape by said recording means 
are stopped in response to an instruction to temporarily stop the recording, 

wherein said storing means detects a consecutive recording start point by 
referring to said recording end point information, and stores input video data on said 
storing medium as eacli piece of said edit unit data so as to connect the video data from 
the detected said consecutive recording start point. 

Regarding claim 4, the prior art of record fails to teach, disclose or fairly suggest 
as recited in claim 4, the prior art fails to disclose the recording apparatus, wherein: 

said header stores a parameter necessary for recording continuity; and 

said second registering means changes said parameter to ensure said recording 
continuity in consecutive recording from said recording end point. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure 

Kubota et al (US 5878187) discloses a digital signal recording method and 
recording apparatus thereof 
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Terada (US 2003/0072561) discloses an image information recording medium, 
image information processor, and image information processing program 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Syed Y. Hasan whose telephone number is 571-270- 
1082. The examiner can normally be reached on 9/8/5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Infomriation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomriation about the PAIR system, see http://palr-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



S.Y.H. 
5/21/2007 




